United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O.Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE j 


FIRST NAMED INVENTOR 


| ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/562,694 


03/10/2006 


Pal Songe 


IVGN 822 


3764 



23358 7590 07/20/2009 

LIFE TECHNOLOGIES CORPORATION 
C/O INTELLEVATE 
P.O. BOX 52050 
MINNEAPOLIS, MN 55402 



EXAMINER 



MONSHIPOURI, MARYAM 



ART UNIT 



PAPER NUMBER 



1656 



MAIL DATE 



DELIVERY MODE 



07/20/2009 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



\jiii\*xj rw*ii\jiM ^umiiicii y 


Application No. 

10/562,694 


Applicant(s) 

SONGE ET AL. 


Examiner 

Maryam Monshipouri 


Art Unit 

1656 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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Applicant's response to supplemental restriction filed 5/18/09 is acknowledged. In 
response to applicant's request and in view of amendment made to claim 2 all claims of 
Groups l(A)-(B) and all previously mentioned species are rejoined. Claims 1-19 are 
under examination on the merits. Claims 20-26 are canceled. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 19 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The structure of claim 19 is referred to as "(II)". It is unclear 
which claim recites the structure "(I)" . Currently, there is no antecedent basis for said 
term "(II)". Appropriate clarification is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nelson et al. "Nelson" (U.S. Patent No. 5,962,641, 11/1999, cited in the IDS) in view of 
Ugelstad et al. "Ugelstad) (U.S. Patent No. 4,654, 267, March 1987, cited in the 
disclosure). Nelson teaches preparation of caboxymethylated aspartate ligand attached 
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to a polymer matrix (agarose) wherein said ligand (which can be uncharged) meets the 
structural limitations recited in claim 10 of this invention. Said chelating ligand is utilized 
to attach to histidine residues in proteins and polypeptides. Nelson does not teach its 
chelating ligand attached to a magnetic polymer particle. 

Ugelstad teaches magnetic polymer particles (made of Fe 2+ , Mn 2+ , Co 2+ and Ni 2+ ) 
meeting the limitations of claims 3-10, and their method of preparation, wherein said 
ions are oxidized to higher oxidation state in a polymer (e.g. styrene mixture) matrix, to 
be deposited in non-soluble form therein rendering the matrix magnetic . In column 2, 
line 9, Ugelstad teaches that the process used is best for preparing particles in the 
range of 0.5-20 prn. Ugelstad also in column 1, teaches that such particles may be used 
to replace a method of separation of particles by means of centrifugation. In claim 6 
Ugelstad teaches that divinyl benzene may be copolymerized with styrene mixture 
utilized for magnetic polymer particle preparation. 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to start with the chelating ligand of Nelson and substitute its R3 
(polymer matrix, see column 2) with that of Ugelstad. One of ordinary skill in the art is 
motivated in substituting the supporting polymer matrix of Nelson with magnetic polymer 
matrix (particles) of Ugelstad because such substitution results in a product which can 
be easily recovered from a solution of protein or polypeptide (optionally being 
recombinant and his-tagged to ease recovery and isolation, or phosphorylated) by a 
magnet such that costly and time consuming centrifugation step will be eliminated, 
rendering the invention obvious. 
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One of ordinary skill in the art has a reasonable expectation of success in 
preparing such magnetic polymer matrix/aspartate chelating ligand conjugates because 
methods of preparation of such conjugates are fully established in the prior art. 

Applicant is reminded that variations in length and structure of the wavy line 
shown in claim 10 of this invention, which are slightly different than the teachings of 
Nelson do not provide a contribution over the general state of prior art at the time of 
filing of this application and remain obvious. 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maryam Monshipouri whose telephone number is (571) 
272-0932. The examiner can normally be reached on Tues.-Fri., from 7:00 a.m to 5:30 
p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Wang can be reached on (571 ) 272-081 1 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 



Application/Control Number: 10/562,694 Page 5 

Art Unit: 1656 

USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Maryam Monshipouri/ 

Primary Examiner, Art Unit 1656 



